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Intellectual Property Policy Development Questionnaire
Explanatory Notes
Background

In 2007 the Attorney-General released the Intellectual Property Principles for Australian Government Agencies (the ‘IP Principles’) regarding management of IP within the Commonwealth. All Commonwealth agencies covered by the Financial Management and Accountability Act 1997 (‘FMA Act’) are required to comply with the IP Principles, and report on their compliance, by 1 July 2008. As part of this, each FMA Act agency is required to develop an agency IP Policy.
The Australian Government Solicitor (‘AGS’) has considerable experience in giving both strategic and transactional advice to Commonwealth agencies regarding the management of their IP.  The AGS website has recently been supplemented with some important resources for agencies developing IP policies.  
· The paper A methodology for developing an agency IP policy explains some of the basics of IP law and practice, and presents a methodology (‘the AGS IP Methodology’) for undertaking a strategic IP management review leading to the development of an IP management policy. 

· A template for an IP Register can be used as a starting point by agencies who wish to catalog their IP holdings - both IP materials that are owned or controlled by the Agency and those that are licensed to the Agency. 
· This IP Questionnaire form - of which more below. 

All these resources and more can be found at:

http://www.ags.gov.au/whatweoffer/areasoflaw/ip.htm
About the IP Questionnaire

The IP Questionnaire has been designed specifically to assist agencies in their internal processes of information gathering and analysis leading to the development of an IP Policy.  The Questionnaire is based on the AGS IP Methodology.  A broad idea of the Methodology may be gleaned from the diagram reproduced at Annex A, but for fuller understanding reference should be made to the paper mentioned above. 
The IP Questionnaire can assist your agency in a number of ways, e.g. by: 
· elucidating key IP concepts (Annex B relates) 
· helping to clarify the agency’s approach to an IP Review and development of an IP Policy

· identifying related legal and policy considerations (Form Q2 relates)

· collating and structuring information about IP material owned or managed by the agency, the key considerations applicable to it and patterns of use of that IP 

· analysing strengths, weaknesses, opportunities and threats (SWOT analysis) 
· identifying tools and resources that may assist future IP management by the Agency 
· forming the basis for an IP Register (Form Q3 relates). 
Structure of the IP Questionnaire 
The Questionnaire is comprised of the Explanatory Notes (this document), together with a set of survey questionnaires. 
The Explanatory Notes incorporate two annexes: 

· Annex A is a graphic representation of the AGS IP Methodology.  Note that page references in the diagram are to pages in the paper on the Methodology.

· Annex B is an outline of IP concepts and an explanation of the legal IP Regimes which confer protection for IP materials. 
There are three separate questionnaire forms for completion: Form Q1, Form Q2 and Form Q3, as discussed below. It is intended that reference be made to these Explanatory Notes when completing each Form. 
Form  Q1 - Scope of IP Review / IP Policy
Form Q1 focuses on the question of ‘scope’.  It identifies the Agency, or organisational unit within the Agency, which is the subject of the IP Review and proposed IP Policy.  Henceforth, references to ‘the Agency’ should be taken as a reference to the organisational or functional unit to which the IP Review / Policy applies. 
It is important to indicate the legal nature of the Agency, e.g. a department of state within the Commonwealth, separate statutory agency, etc. 
In some cases it may be appropriate to develop an IP Policy for a function or project carried on by an agency. 
Form Q2 - Existing Laws and Policies
Form Q2 allows you to assemble information on existing laws and policies which may be relevant to the formation of an IP Policy.  In accordance with the AGS IP Methodology, these may be broken down into laws/policies relating to: 
a) people

b) image

c) knowledge

d) money, contracts and assets

e) risk. 
Form Q3 - IP Materials / Transactions
The main part of the Questionnaire is contained in Form Q3.  This provides for the identification of key IP subject matters owned, controlled, created, commissioned, used or accessed by the Agency and the key transactions in which that IP material is dealt with. 

An instance of Form Q3 should be completed for each key IP subject matter, or category of IP subject matter. 

Form Q3 identifies: 
f) the IP subject matter or ‘material’ (or group of materials), i.e. what types/groups of IP materials are regularly created, commissioned, used or accessed by the Agency? 
g) the IP Regime(s) which confers legal protection on the material 
h) the use, dealing(s) or transaction(s) involving the IP material 
i) relationships, i.e. the parties involved in the use, dealing(s) or transaction(s) who are potential stakeholders in the IP (e.g. clients, suppliers, staff, etc.), and the nature of their interest 
j) the purpose(s) of the Agency in engaging in the use, dealing(s) or transaction(s).  The relevant column enables you to choose from the following list of ‘purposes’: 
· to make money by sale of products embodying IP, or by incorporating IP as part of a service delivered to a customer

· to procure a product or service or to develop a solution (eg an IT system) for the benefit of the Agency

· to defray acquisition / development cost in relation to a solution or application or research intended initially and/or primarily to meet Agency needs (i.e. a combination of the preceding two situations)

· to assist Australian industry

· to subsidise a particular target group of consumers

· to promote the image of the Agency or the Commonwealth, and/or to protect associated insignia or brands

· to prove a point, e.g. that a particular technology or approach is viable

· to disseminate important messages to the community or particular communities

· to protect the integrity of Agency or Commonwealth material

· to develop a product or service that embodies a standard, or promotes inter-operability in a particular sector or field

· to comply with an obligation, e.g. a statutory requirement that a particular category of material be published or tabled

· to recognise (by attribution and/or appropriate tangible rewards) the creative contribution of staff to the Agency’s intellectual capital or corporate image
k) general comments, for example:

· any legal and/or policy constraints on managing the IP material.  Constraints may flow from a contract, or from legal or policy considerations applicable to the IP (these may be cress-referenced to Form Q1) 

· identification of any particular strengths, weaknesses, opportunities and threats (SWOT analysis) relating to management of the IP 
l) action items and key dates applicable to management of the IP 

m) tools and resources applied by the Agency in managing the IP, including any proposals for new or improved tools or resources.  URL or email links may be inserted as appropriate.
Data collected using Form Q3 may be used by the Agency as a basis for an IP Register. 

What do we mean by ‘key’ IP materials and transactions?

Form Q3 is not designed to capture every instance of IP material managed by an agency, or every IP issue that may arise.  However it is designed to elicit the critical IP materials that are regularly created, commissioned, used or accessed by the Agency, and the critical transactions in which they are dealt with. 

‘Key IP material’ may:

· be of high monetary value

· be the subject matter of IP that could involve the interests of more than one party, or carry a risk of dispute over ownership of IP, infringement of a third party’s IP rights or contractual penalties (eg: IP created by a consultant that must only be used for a very limited purpose or software that is restricted to a number of users) 
· involve national security considerations or confidentiality obligations 
· carry a risk of loss to the Agency if the IP is not protected (e.g. potential for unauthorised use of Agency trade marks or logos by third parties due to non-registration or failure to renew registration)

· otherwise be of significance to the Agency, e.g. it may be a ‘mission critical’ document or program or which is necessary for the Agency to perform its every day functions.  

Using the Questionnaire
The questionnaire forms are designed to be completed at a computer screen, using the shaded areas. 
· Form Q1 should be used once.  You are invited to return this form to AGS for the purposes described above.

· Form Q2 should be completed once.

· a separate Form, Q3 should be completed for each key IP subject matter or group of materials dealt with by the Agency.  For readability it is suggested that it be printed in A3 landscape format. 
Copyright
The Questionnaire (including the Forms and this explanatory material) is the copyright property of the Australian Government Solicitor (AGS).  Commonwealth agencies are licensed to copy, adapt and use the Questionnaire for the purposes of any IP review or development of an IP Policy, on the basis that any improvements made to the Questionnaire are provided to, and may be used by, AGS for future published versions of the material or its legal services generally. 

Inquiries
Any inquiries about the Questionnaire or underlying concepts may be referred to:

Philip Crisp
Special Counsel, AGS
email: philip.crisp@ags.gov.au
phone (02) 6253 7159.  
Annex A- AGS Methodology for an IP Review and development of an IP Policy
[image: image2.jpg][image: image3.png]Australian Government Solicitor



[image: image4.jpg]
















Annex B - Explanation of IP Concepts
1.
WHAT IS INTELLECTUAL PROPERTY AND WHAT ARE INTELLECTUAL PROPERTY RIGHTS?

Intellectual property (IP) is a form of intangible property that arises from:

· economic investment;

· intellectual activity; or

· creative effort,

in the industrial, scientific, literary or artistic fields.  IP can be created in a vast range of subject matters. 

Intellectual property rights (IP Rights) on the other hand, describes a collection of rights granted by law to protect IP.  

Types of IP Subject Matter

IP has to do with a range of subject matters - for example:

· literary works (this broad category includes novels, poetry, letters, lyrics for songs, textbooks, articles, reports, training materials, computer programs, databases and computer documentation);

· dramatic works (such as plays, film scripts, mime and choreography);

· musical works (i.e. any type of music, from folk songs to symphonies);

· artistic works (including paintings, drawings, photographs, etchings, sculpture, diagrams, plans, building plans and similar documents prepared by architects, maps and works of artistic craftsmanship); 

· films (including traditional celluloid and various video formats);

· sound recordings (whether in the form of CDs, MP3 recordings, vinyl records, etc);

· inventions relating to novel products or processes;

· brands, trade marks and various manifestations of reputation, including domain names;

· designs that are industrially applied, such as designs for a kettle, a chair or a yacht;

· circuit layouts;

· plant varieties;

· confidential information, including sensitive personal information, business intelligence, technical know-how, etc.

Protection for IP Subject Matter
The rights generally considered to fall within the scope of the term ‘IP’ are granted by a number of IP Regimes:

· copyright (including rights in relation to phonograms and broadcasts); 
· moral rights (the right of integrity of authorship
, the right of attribution of authorship and the right against false attribution of authorship);
· trade marks (both registered and unregistered);
· domain names;
· rights relating to confidential information;
· design registrations;
· patent registrations;
· plant breeder’s rights; and
· circuit layout rights.
These forms of IP Regimes are discussed in more detail below.

2.
COPYRIGHT 

Copyright protection under the Copyright Act 1968 (the Copyright Act) arises automatically (without registration) provided that a work is ‘original’ in the sense that it has not been copied, and that it has sufficient connection with Australia.

There are eight types of materials which can be the subject of copyright protection:

· Literary works (this broad category includes reports, software, website material, correspondence, written material, textbooks, articles and databases);

· Dramatic works (such as plays, film scripts);

· Musical works;

· Artistic works (including paintings, logos, sketches, photographs, diagrams, plans, maps, website designs); and

· Films and videos;

· Sound recordings (for example, CDs, DVDs, vinyl records, cassettes);

· Broadcast transmissions (both television and sound broadcasts); and

· Published editions (a publisher’s copyright in the typesetting or typographical layout of a work that is prepared for publication).

3.
MORAL RIGHTS 

The Copyright Act protects the following moral rights of authors: 

· the right of integrity of authorship; 

· the right of attribution of authorship; and

· the right against false attribution of authorship.

Moral rights can subsist in ‘works’ (i.e. literary, dramatic, artistic and musical works) and also films and video recordings.

Moral rights are personal rights of the author and cannot be assigned or transmitted. 

There will be no infringement of an author’s moral rights where the author has consented in writing to particular acts or omissions in respect of their work, or the acts or omissions were ‘reasonable’ in the circumstances. 

4.
TRADE MARKS 

Under the Trade Marks Act 1995, a trade mark is a sign used, or intended to be used to distinguish goods or services dealt with or provided in the course of trade by a person, from goods or services so dealt with or provided by any other person.  

The term ‘sign’ is broadly defined to include any letter, word, name, signature, numeral, logo, brand, heading, label, ticket, aspect of packaging, shape, colour, sound or scent or any combination of these. 

Even if a trade mark is not registered, the first person to use it in Australia, may have common law rights in the mark.

5.
DOMAIN NAMES

Domain names are alphanumeric equivalents of internet protocol numbers that correspond to websites or IP addresses on the World Wide Web. They are easier for people to remember than strings of numbers. However, domain names are also valuable marketing tools in their own right.  

The generic top level domains include .com, .net and .org. Second level domains include .com.au, .gov.au and .org.au.  

Examples of registered domain names are comsuper.gov.au and amp.com.au.
6.
CONFIDENTIAL INFORMATION 

The law relating to the protection of confidential information is complex and extends to the protection of government and business information, know-how and trade secrets.  

Confidential information is commonly protected under a Deed or contract. However, it may also be protected under an equitable action for breach of confidence or under specific legislative provisions. 

7.
REGISTERED DESIGNS 

Design registration under the Designs Act 2003 is intended to protect the visual appearance of a product to which a registered design has been applied. 

A ‘product’ is essentially a thing that is manufactured or hand-made. The ‘visual features’ of a product include the shape, configuration, pattern and ornamentation of the product, whether or not those features serve a functional purpose.

8.
PATENTS 

Registered patents under the Patents Act 1990 are intended to grant monopoly rights for a limited period in respect of ‘inventions’ (which can include business methods, products and processes). 

9.
CIRCUIT LAYOUTS

Circuit layout rights under the Circuit Layouts Act 1989 protect original layout designs for integrated circuits (such as silicon chips). Protection for circuit layouts arises automatically and lasts for limited period from when the layout was first made. 

10.
PLANT BREEDER’S RIGHTS

Plant breeder’s rights that are registered under the Plant Breeder’s Rights Act 1994 protect new varieties of plants (including fungal and algal species and transgenic plants). Once a plant variety is registered, protection lasts for a limited period.
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ACTIVITY�in which IP is dealt with�See list of ‘Activities’ at para.50
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� The right to integrity of authorship includes for example, the right not to have one’s artistic work defaced. 
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