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AGS IP Law, Policy and Practice Seminar, 30 April 2008
Case study: Goings on at the 2020 Summit
Complete with Answers
This Case Study relates to your work on a project in indigenous health issues, which arises out of the Australia 2020 Summit. 
It consists of three ‘scenarios’.  You are to address certain IP questions after reading each Scenario.  The questions are similar in each Scenario, but your answers should vary as more information is revealed.  

This document contains Scenario 1.  Scenarios 2 and 3 will be distributed during the exercise.  You have 10 minutes to discuss each Scenario. 
The Case Study continues some of the plot lines and characters from previous AGS Case Studies.  However you do not need to read the earlier Case Studies.

Please confine yourself mainly to IP issues.  You may see issues in other areas, e.g. privacy, procurement, probity, etc.  You may note these issues, but the main focus should be on IP. 

If you think some critical item of information necessary to your decisions is not provided, state what that is and why it matters.  Often the right answer is: ‘it depends’.  Express any assumptions on which your answers are based.  And remember that identifying questions (both factual and legal) is more important than knowing all the answers.  ‘Model answers’ will be provided at the end of the Seminar. 

Each syndicate will be assisted by a facilitator, who will be responsible for monitoring time.  The facilitator is not there to provide you with the answers.  However they may occasionally raise issues or suggest factual assumptions on which discussion should be based. 

Syndicates will not be required to formally present outcomes from the Case Study.  However, there will be an opportunity to share experiences and raise questions at the end of the exercise. 

An additional informal session will be conducted on the day following the seminar for those wishing to pursue further questions after having read the ‘model answers’. 

The players

Bruce Bovver 
	A mover and shaker in the Canberra bureaucracy.  Has appeared in reality TV shows in an attempt to pave the way for a political career. 
Your paths have crossed in a number of previous adventures.  During the bird flu pandemic, he was responsible for containing the outbreak and preserving crucial infrastructure.
  Currently Deputy Secretary of what is now called Department for Special Events, which is responsible for implementing the vision of the Australia 2020 Summit (the Agency). 
Impatient and autocratic, he wants to ‘get things done’. Has no time for things that are too complicated - such as intellectual property.  Once fought with Copyright Agency Limited over public performance rights.
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Crunch, Chew and Snack - legal solutions specialists
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	A partnership between Phyle Crunch, Raelene Chew and Algernon Snack.  Commended for their legal work to protect Commonwealth IP in the quantum digital cryptex (shown).  Appointed to the legal panel of the Agency.  They now style themselves 'Legal Solutions Specialists'.  It must be said that the firm is now rather shaky, as the partners had an embarrassing difference last year over what is entailed in a 'publication agreement'.

Raelene (the name means 'lover of fine chocolate in bright wrappers') has developed a sweet tooth - the consequence of an ongoing trade mark case regarding the labelling of chocolate. 
Crunch, Chew and Snack have engaged you to head up their IP practice.


Peta Plotter
	Singer and artist with indigenous ancestry. Occasional activist for social and political causes.  Once ran a cafe in Nimbin called the Peta Eater, which was a popular meeting place for local indigenous artists.  Now runs a coffee shop called The Consultancy, located in the Agency's foyer.  Peta has a distinctive birthmark on her bottom which became a celebrated trade mark for designer jeans.

Drifts in and out of relationship with Bruce.  Last year they fell out when her petition on global warming was deposited in the Agency's tender box - creating probity issues.  However she intervened skilfully to resolve a riot by indigenous artists which broke out when a collage of Raelene's discarded chocolate wrappers was displayed in the foyer next to the Dreamtime Collection.
 
Peta recently scored a place at the Australia 2020 Summit.
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Klaus K Krescent
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	Brilliant cryptologist and proponent of artificial intelligence.  First came to notice when he published a paper on advanced data mining techniques in the Pacific Journal of Heuristic Computing.
 Engineered the scam behind SCAMGuard.
  A gothic dresser.  Ego the size of a planet. 

Once suspected of involvement in the untimely end of one Barry Bubonic, although at the time bird flu was blamed.  We discovered he had been a grand master of the Priory of Sion before he established a splinter group, the Priory of Nimbin, over his alternative theory about the real meaning of the Holy Grail - however that’s another story.

Last year patented the meta quantum digital cryptex.  Head hunted by Intelligent Design Inc. when it won the data mining tender, but declined - preferring to remain with the Agency. 


Scenario 1
1. The Australia 2020 Summit Report proposes a radical initiative in indigenous health education, which is to be delivered via a new 'experiential' approach.
	Although Peta Plotter is credited with the idea, neither she nor any of the other participants in the Summit can recall having proposed it.  Anyway, her fiancé Bruce Bovver is Deputy Secretary in the Department for Special Events (the Agency) charged with responsibility for implementation 
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3. Boomerang are to prepare and deliver an educational program to remote communities in the Northern Territory, under the tentative program name: Forward with Vision and Dignity.  They will base the program on existing training material owned by the Agency, but are to make improvements to the content to reflect the experience of previous trials.  Bruce says some of the work of developing the improvements will be undertaken by NTIS Limited (NTIS), as subcontractor to Boomerang.  Attached to his email is a document entitled Specifications and Acceptance Criteria.  Work is to start 'ASAP', and the agreement 'Term' finishes on 30 June 2008.  He promises to give you pricing details next week.
4. You assume Boomerang was selected after a proper competitive process, but your instructions are not to inquire into that, merely to prepare an agreement.  Bruce says it should be ‘just like last time’.  You locate the last document you did for Bruce in a similar transaction, which has now become the standard services agreement in use by the Agency. 
Q1.
What Background IP can you identify in the scenario?

· Existing training material
· Any documentation on results of previous trials

· The name ‘Forward with Vision and Dignity’

Q2.
Who owns  the Background IP (or probably does); should ownership change?
· The Agency probably owns the training material and previous results. They should probably retain this ownership, assuming the IP is needed for ongoing programs
· We don’t know who owns the ‘tentative’ program name, but probably the Agency does; if not it should seek control of the name if it intends to use it
Q3.
What Foreground IP would you expect to be created?
· Revisions to the training material
· Presumably there will be some reporting on effectiveness of the revised material
Q4.
Who should own the Foreground IP, and why?

· The Agency should own Foreground IP, in particular the revised training materials which are a variation on previous material (Background IP) which the Agency owns
Q5.
What licences should be granted in the agreement?

· The Agency should grant Boomerang a licence to use and adapt the previous training materials for service delivery under the program name during the Term in the Northern Territory, including the right to sub-license to NTIS
Q6.
Record any other observations

· We should ask who was involved in the previous trials

· We should check the origins of the name: ‘Forward with Vision and Dignity’, and its future importance.  We may want to consider registering the name, or at least obtain an acknowledgment that Boomerang has no claim to it
Scenario 2

5. Bruce has gone on leave to contest a by-election.  Fortunately Klaus Krescent returns from holidays to pick up carriage of the matter, and he brings some corporate knowledge that Bruce did not have.  
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	Klaus explains the history of  the training materials:

· developed by Boomerang under an initial grant from the Agency 2 years ago (round 1 grant); IP vested in the Agency

· completely rewritten by Boomerang last year under a second grant from the Agency (round 2); on this occasion IP vested in Boomerang

· Boomerang have applied for a third grant and the Agency has approved funding, to be formalised in the proposed (round 3) agreement.




6. You ask whether the Agency obtained a licence from Boomerang under the round 2 agreement, which would allow it to use the training materials for round 3.  Klaus says: 'No, that wasn't necessary.  We don't really care about the materials.'  The important thing evidently is to validate the new pedagogical approach through the delivery of the training services in a challenging context.  Once the inherent approach is validated, we can deploy it with other training organisations using different content.  
7. The pricing details indicate that Boomerang will be paid a fixed amount upfront, but must account for their use of the funds and return any surplus.  Anyway, says Klaus, we won’t be getting any money back as Boomerang’s costs will exceed the Agency’s payment.
Q1.
What have you now learned about the Background IP?

· The training materials were ‘re-written’ in round 2.  This may mean that the version developed in round 1 which the Agency owns is now irrelevant
Q2.
Who owns  the Background IP (or probably does); should ownership change?
· The round 2 revisions are owned by Boomerang, so if the revised version does not retain any substantial content from the round 1 materials the Agency has no claim
· It seems the Agency does not have an interest in the training materials as such, but only needs them to test out the new experiential training approach

Q3.
What more have you learned about the Foreground IP (identified in Scenario 1)?

· The critical thing is that the reporting focuses on efficacy of the new training methodology, rather than the training materials as delivered

Q4.
Who do you now think should own the Foreground IP?
· Boomerang should be given ownership of the revisions made in creating the latest version of the training materials
· The Agency will probably want IP in the report(s) which validate the training approach
Q5.
Record any other observations

· We probably should confirm that the re-write between round 2 was complete and that our IP is extinguished in the last generation of training materials

· We need to ask what documentation exists relating to the pedagogical approach

· The agreement for services from Scenario 1 has morphed into a funding agreement
Scenario 3

8. The funding agreement you prepared for Klaus has been with him for two weeks.  You roll in late after a long weekend and discover a litter of increasingly urgent messages to call Bruce.  
9. Bruce tells you the whole project has caused a flurry of recrimination, ultimately embroiling both the Commonwealth and NT Ministers.  You discover for the first time that ‘NTIS’ stands for Northern Territory Intervention Services, a company set up and wholly owned by the NT government.  NTIS claims that the pedagogical approach is part of their ‘proprietary knowledge base and hence is IP belonging to us'.
  It was ‘stolen’ when one of their staff defected to Boomerang, and has been used by Boomerang to fulfil the requirements of the round 2 agreement.  Boomerang disputes the facts behind the claim, and contends the ‘revolutionary’ approach is really just a variation on well established pedagogy. 
	There the matter stood until Peta Plotter intervened with both Ministers.
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11. There is now consensus that the project should proceed with all three parties involved.  The Specifications & Acceptance Criteria will be dropped in favour of a collaborative approach.  The 3 parties will broadly share the IP (including anything that existed before).  NTIS is to work with Boomerang, advising on use of the methodology.  Boomerang will refine the materials, deliver the training services to the target groups and report on outcomes.  The Agency will pay Boomerang and meet some NTIS travel expenses.  It will also contribute some facilities, and personnel to work closely with Boomerang.  If the new pedagogy is proven the Commonwealth Minister wants it to be shared with all States and Territories under the new federalism model. 
Q1.
What have you learned about the Background IP?

· NTIS seem to be claiming IP in the new experiential teaching method.  There is copyright in any documentation relating to the teaching method.  But there is no copyright in the idea as such, and it seems unlikely the approach is ‘confidential information’ now.  You probably don’t need to challenge their claim directly if all parties are happy with the allocation of IP rights.  NTIS may be agreeable on the basis that wide adoption of the pedagogical approach will open up opportunities for them
Q2.
Who owns  the Background IP (or probably does); should ownership change?
· Boomerang owns the training materials as developed to end of round 2 for reasons given in answers to Scenario 2.  However, we need to consider if Commonwealth should acquire some ownership or licence rights; more information is needed about the proposed sharing with the States

· The Agency should probably retain control of the name 'Forward with Vision and Dignity'

· NTIS probably owns any copyright material relating to the teaching method.  Again we could consider whether we need to acquire some ownership, or at least licence rights
Q3.
Who should own the Foreground IP (identified in Scenario 1 and 2), and why?

· Ownership of the revisions to training materials should be as for the Background version.  For example, if the 3 parties are to own the training materials jointly (which is a plausible outcome) then this proposition should apply to both Background (round 2 version) and Foreground (round 3 revisions) 
· The Agency would ordinarily expect to own IP in any reporting on service delivery; and inasmuch as this validates the training approach, other parties may want a licence  
Q4.
What licences should be granted in the agreement?

· You would expect to include a number of cross licences – see above answers

Q5.
Record any other observations

· We should ask what IP materials the Commonwealth will need in order to implement the new training in the context of new federalism arrangements

· The funding agreement from Scenario 2 has now morphed into a joint venture agreement

Case Study - Analysis and Answers
Table shows that as the Case Study unfolds there are shifting facts and assumptions about development, history and parties’ future intentions
	
	Scenario 1
	Scenario 2
	Scenario 3

	What Background IP can be identified?
	Existing training material

Results of the previous trials
The program name 'Forward with Vision and Dignity'
	Training materials developed in round 2 (NB: training materials developed in round 1 are evidently irrelevant because in round 2 they were completely re-written)
We can now infer that all previous results are significant Background IP for Agency

No new information re program name
	No change as regards training materials

Any copyright documents re teaching methodology  now emerges as significant Background IP for Agency
Previous results remain significant, as before

No change re the program name 'Forward with Vision and Dignity'

	Who was involved in development of the Background IP, and how?
	Presumably the Agency developed or commissioned all the Background IP.  No hint of prior involvement by Boomerang or NTIS
	We now know Boomerang developed these training materials, and the Agency funded the work
	We now know the teaching methodology was developed in WA, and NTIS may have acquired some rights by assignment, though it is unclear just what.  We should probably query this further in case there is another (WA) stakeholder

	Who owns the Background IP, and who should own it?
	The Agency probably owns all Background IP
They should probably retain it
	It now seems Boomerang owns training materials as developed to end of round 2, assuming the materials don’t include any substantial content from round 1.  Agency doesn’t need to own this IP
However Agency is interested in proving the teaching methodology, so its (probable) IP in previous reports may be important
Not clear whether we want exclusive use of the name 'Forward with Vision and Dignity'
	NTIS may own copyright in documentation of the training methodology.  Agency should now consider acquiring (ownership or licence) rights in this documentation, given the new federalism arrangements
Our level of interest in Boomerang’s training materials may also have increased for similar reasons
We should consider if we want exclusive use of the name for purposes of the federalism arrangements

	What licences should be granted in relation to Background IP?
	Licence from Agency to Boomerang to use in NT during the Term to deliver the services, including right to sublicence to NTIS
	No indication that we need a licence to use the existing training materials
No indication that Boomerang needs a licence to use the previous reports
	We should seek a licence (at least) for all NTIS’ documentation of the methodology

We may also need a licence for Boomerang’s training materials for purposes of federalism arrangements

Any licences should be broad; not limited to NT, or to the Term

	What Foreground IP can be identified?
	Improved training materials.

Also, possibly, periodic reports on effectiveness of training
	Reports on success (or otherwise) of the training methodology now appear to be the main concern of Agency.  Revisions to training materials are less important
	Reports on success of training methodology, as before
Revisions to training materials may be more important than we thought in Scenario 2, given new federalism arrangements

	What is the relationship between Background IP and Foreground IP?
	Revisions to training materials (Foreground) not severable from Background IP
	Revisions not severable 
	As before

	What, essentially, are the deliverables, and what is their relative importance?
	Revised, improved training materials seem to be a key deliverable
Also the training services delivered to remote communities

Any progress reporting has little permanent significance
	The training services delivered to target groups

Also reports on services delivery which assess efficacy of the pedagogical approach
It seems at this point we do not care much about the training materials as such
	Acquisition of a licence (at least) to NTIS’ existing documentation of the training methodology
Reports on service delivery which assess efficacy of the methodology

Revised training materials

NB: importance of above deliverables now turns on our intentions for new federalism in indigenous health

Delivery of training services to remote communities is a deliverable in short term

	Who should own the Foreground IP, and why?
	Agency should own the revisions, because the Foreground IP is inextricably entwined with Background IP which it owns
	Boomerang should own the revisions to training materials, since they own the base version
Agency should own IP in any reports
	IP in revisions to the training materials should be owned by the same party as IP in the training materials themselves.  Thus, if the 3 parties are to own the training materials jointly (which is a plausible outcome) then this proposition should apply to both Background (round 2 version) and Foreground (round 3 revisions)

Agency should probably seek ownership of IP in reports evaluating efficacy of training methodology

	What licences should be granted in relation to the Foreground IP?
	Boomerang (and the subcontractor NTIS) can use it for delivering the services during Term
	There is no indication that we need a licence to use the revised training materials
	To the extent Agency does not own IP, it should seek a licence to used the revised versions of training materials

Any licence should be broad; not limited to NT, or to the Term

	Who is really driving the agenda?
	The Agency
	Boomerang Pty Limited
	NTIS Limited, the Ministers and Peta Plotter

	Essential character of the agreement?
	An agreement for services
	The anticipated agreement for services has now morphed into a funding agreement
	The anticipated funding agreement  has now morphed into a joint venture agreement between 3 parties








� Case Studies from previous AGS IP Law, Policy and Practice Seminars include:


Dodgy Data and the Mediwise Project (2004)


NCrypt and the SCAMGuard Affair (2005)


Bird Flu and the Da Vinci Code (2006)


The APEC Adventure (2007)


For those interested in following up previous Case Studies, they are available from: � HYPERLINK "http://www.ags.gov.au/whatweoffer/seminars/IPforumstudies/ipforumstudies.htm" ��http://www.ags.gov.au/whatweoffer/seminars/IPforumstudies/ipforumstudies.htm�





� See Bird Flu and the Da Vinci Code


� See NCrypt and the ScamGuard Affair


� See The APEC Adventure


� See Bird Flu and the Da Vinci Code’


� See The APEC Adventure


� See Dodgy Data and the Mediwise Project


� See NCrypt and the ScamGuard Affair


� See Bird Flu and the Da Vinci Code


� Details of their methodology therefore cannot be disclosed here.  However it seems that it was originally developed in WA in the course of re-training public sector lawyers to work in the (more lucrative) mining industry, and NTIS acquired the rights for a pretty sum.





Case Study by Philip Crisp  -  © Australian Government Solicitor 2008.  Original artwork  -  © Cindy Johnson 2006-08, used under licence. The material is primarily designed for presentation, rather than to be merely read. Inquiries re conducting the Case Study may be directed to philip.crisp@ags.gov.au. The material does not constitute legal advice. For any important matter you should obtain appropriate professional advice relevant to your circumstances. The facts described in the Case Study are fictional and any resemblance to individual agencies or persons is coincidental. The legal issues are, however, real.
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