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For the sake of brevity and readability, this Outline contains generalisations about the law applicable to intellectual property. It should not be relied upon in any important matter without also obtaining the benefit of competent professional advice appropriate to the particular circumstances.

Table of Contents

4What is intellectual property?


4Copyright


4Rationale underpinning copyright law


4Outline of copyright system


5Nature of copyright


5The ‘idea versus expression’ dichotomy


5Materials protected


5When does copyright arise?


6Exclusive economic rights of the copyright owner


6Layering of copyright


7Ownership presumptions


7Owner dealings – licences and assignments


7Background v Foreground


8Infringement


9Enforcement


10Copyright and the Crown


10Doctrine of ‘custodianship’


10Extended meaning of ‘the Commonwealth’


10Section 183 – use of copyright material for the services of the Crown


11Duration of copyright


11Moral Rights


11Remedies for infringement of moral rights


12Defences to infringement of moral rights


12Importance of moral rights for Commonwealth bodies


12Performers' rights


13Brands, trade marks and reputation


13Principles and policy objectives


13Different legal regimes


14Registered trade marks


14Basic concepts in the Trade Marks Act


14Trade mark owner’s rights – infringement


15Other types of registered trade marks – certification, collective and defensive marks


15Why register a trade mark?


16Unregistered trade marks


16Passing off


16Misleading and deceptive conduct


17Company names and business names


17Domain names


17Confidential information


18Patents


18Standard patents


18The requirement of novelty


18Grace period


19Period of protection


19Innovation patents


19Patents internationally


19Designs


19Registrable design


20Registration of designs


20Registration rights and protection


20Designs and copyright


21Circuit layouts


21Eligible layouts attract protection


21Period of protection


21Rights


21Plant breeder’s rights




OUTLINE OF IP LAW AND PRACTICE
What is intellectual property?

1. Intellectual Property (IP) refers to the rights granted by law in relation to the fruits of human creative activity. A formal definition is:

Intellectual Property includes all copyright (including rights in relation to phonograms and broadcasts), all rights in relation to inventions (including patent rights), plant varieties, registered and unregistered trademarks (including service marks), registered designs and circuit layouts, and all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fields.

2. In many contracts, IP may be defined in such a way as to exclude moral rights, performers rights and rights in relation to confidential information. However this Outline takes a broad view of IP which embraces these forms, as they are analogous and have similar practical implications. 

Copyright

Rationale underpinning copyright law

3. Copyright is a set of exclusive rights granted to creators and producers of various categories of material. The policy purposes underlying copyright are twofold:

· To provide economic incentives which encourage creative effort, development and investment – see further under ‘Economic Rights’ below;

· To recognise the inherent dignity of authorship by protecting the creator’s right to be associated with their work, and the integrity of work itself from treatment that would demean the creator’s reputation – see further under ‘Moral Rights’ below.

Outline of copyright system

4. In Australia, copyright law is largely codified under the Copyright Act 1968 (Cth) as amended (the Copyright Act). The Copyright Act attaches a ‘copyright’ to certain types of original materials and (usually) gives that copyright, as a form of property, to the material’s creator. This copyright is comprised of a series of rights controlling a particular type or method of use of the material in question. 

5. When someone wants to use another person’s copyright material in a way that is covered by one of these rights, that person has to get permission to do so from the owner of that right. These permissions are called ‘licences’ – copyright owners can charge fees on those licences, and those licence fees are often referred to as ‘royalties’.

6. If a person uses copyright material without permission, and in circumstances where a licence is required, that person commits an infringement. Various exceptions (including the free use exemption for fair dealing and statutory licences) and defences to infringement exist under the Copyright Act. 

7. As with most forms of property, when copyright is infringed its owner can take civil action. For various of the more serious infringements, the Copyright Act also sets out offence provisions under which the relevant authorities can take criminal action.

Nature of copyright

8. Copyright is a form of property; to be more exact, it is personal property. As such it can be sold and transferred (‘assigned’) like any other piece of property. However it relates to an abstraction – the work or material in question – and should be distinguished from ownership of the physical medium on which the material is embodied. Thus, a distinction should be drawn between, for example, a disk, tape, manuscript or canvas (which is only a physical artefact), and the work or other material that is embodied in that item (i.e. the report, letter, sound recording or painting), which is the real subject of copyright protection. What are assigned then are the rights relating to that work rather than any specific reproduction of it as such.

The ‘idea versus expression’ dichotomy

9. Copyright protects only the skill and labour invested in the ‘expression’ of literal elements in a work, and not the underlying ‘idea’ or information as such. That is, copyright protects an aggregate of – depending upon the category of copyright subject matter – words, figures, symbols, images, shapes, animation, sounds, etc. In this respect it is dissimilar to the law relating to confidential information – see that heading below.

Materials protected

10. The Copyright Act applies to eight different types of materials, categorised into:

· Works:

· Literary works (this broad category includes novels, poetry, letters, lyrics for songs, textbooks, articles, reports, training manuals, computer programs, databases and computer documentation);

· Dramatic works (such as plays, film scripts, mime and choreography);

· Musical works (i.e. any type of music, from songs to symphonies);

· Artistic works (including paintings, sketches, sculpture, photographs, diagrams, plans, maps and works of artistic craftsmanship); and

· Subject matter other than works:

· Films (including traditional celluloid and various video formats);

· Sound recordings (for example, vinyl records, cassette tapes, compact discs and Digital Audio Tapes);

· Broadcast transmissions (both television and sound broadcasts); and

· Published editions (a publisher’s copyright in the typesetting or typographical layout of a work that is prepared for publication).

These ‘other subject matters’ generally incorporate works (and at times other materials), and are protected separately to the materials they happen to carry. For convenience, in the remainder of this section reference will be made to ‘works’ only. (As a rule, analogous principles apply to other subject matter). 
When does copyright arise?

11. The following general conditions must be met for material to gain protection under the Copyright Act:

· It must be original (in the sense that it is not a mere copy). No level of literary or artistic merit is required for copyright to subsist in the work. ‘Originality’ relates to whether more than negligible skill and labour has been expended in creating the work to justify its protection by copyright (the act of copying being seen as merely negligible). It is important to understand that copyright protects only the skill and labour invested in the ‘expression’ of literal elements in a work, and not the underlying ‘idea’ or information as such;
· It must be connected with Australia (or with another country who is party to a relevant copyright treaty) by way of the nationality or residence of its author or maker, or the place where it was first published or (in the case of sound recording, film or broadcast) where it was made; and

· It must be made – for a work, this means it must be reduced to a ‘material form’ (including paper, disk or tape or any form from which the material can be reproduced). 

12. In addition, a new material expression must be substantial and not trivial to qualify as a ‘work’. Single words, slogans or titles are not sufficiently substantial to be protected as works in their own right, although they may be protected by other legal means, e.g. as a trade mark or under the Trade Practices Act 1974 (Cth) – see below under ‘Brands, trade marks and reputation’.

13. The Copyright Act does not require the completion of formalities (such as publication, registration or the payment of fees) in order to obtain protection in Australia. The same applies in other countries who are a party to the Berne Convention, either directly or via the TRIPS Agreement under the General Agreement on Tariffs and Trade (which adopts the Berne Convention principles). Copyright is thus unlike patents, trade marks and designs where registration is a pre-condition to protection.

Exclusive economic rights of the copyright owner

14. Each type of copyright material is associated with a specific bundle of rights, each one of which relates to a particular use of the material. Depending on the type of material, these rights may include:

· Copying or reproducing the work (in any format);

· Making an adaptation of it (this covers the making of certain types of ‘versions’ of works, for example translating a literary work from one language to another, converting a literary work to dramatic form or vice versa, or converting from source code to object code, etc);

· Publishing it (this means making ‘visually perceptible’ copies of the work generally available to the public for the first time);

· Performing it in public;

· Communicating it to the public (such as by cable, satellite or terrestrial broadcast transmission) or making it available on-line; and

· Commercially renting copies of it.

Layering of copyright

15. The copyright in each type of material has independent existence. For example, copyright may subsist independently in a literary work, a film based on the work and a broadcast of the film. Similarly, for a compact disc, there may be a separate copyright in the lyrics, the composition and arrangement of the music and the sound recording of the work. The copyright in each item protects different interests and will likely be owned by different people, and dealings must recognise all relevant layers of copyright.

Ownership presumptions

16. As a general rule copyright is first given to the author (in the case of a work) or maker (in the case of other subject matter). This principle is subject to a number of exceptions which can operate to place copyright directly into another’s hands. These exceptions include where the work was created:

· By an employee in the course of employment;
· For a commission in certain circumstances (e.g. films and sound recordings, photos taken after 30 July 1998 for a private and domestic purpose, or before that date for any purpose); and

· Under the direction or control of the Commonwealth or a State or Territory.

Here copyright generally vests in the controlling party in each case unless the parties agree otherwise.
Owner dealings – licences and assignments

17. Apart from assignments, owners can deal substantively with their copyright through licensing. The most common copyright transaction is the non-exclusive (or just plain) ‘licence’. These simply allow the use of the material concerned, allowing a myriad of different people to use the same material in the same way, and all at the same time.

18. An exclusive licence allows the licensee alone to use the material in the way covered by the licence – and exclusively means no one else, including the copyright owner.

19. Copyright is extremely flexible property, and a transaction can – and in most cases will – be limited in any number of ways, including what rights (or even parts of rights) are involved, the ‘territory’ of the dealing, and its duration. The only major restriction is that both assignments and exclusive licences must be in writing and signed by or on behalf of the person giving the rights.
Background v Foreground

20. It is increasingly a characteristic of copyright, especially for functional materials rendered or used in digital form (e.g. computer programs), that a new development may use existing material as a building block, and may itself in time be a building block. That is, much copyright material is derivative in nature.

21. The party making improvements may not be the same as the party which originates the material. That has given rise to the distinction between Foreground and Background copyright. The existing material brought to a relationship by one party is often described as ‘Background material’. The developments built on that as a result of the collaboration of the parties, or service delivery by one to the other, are described as ‘Foreground material’. This terminology is used extensively in research funding, technology exchange, and equivalent concepts apply in many typical consultancy agreements.

22. The Foreground copyright may consist of additions, deletions and re-arrangements of the Background copyright. The Foreground layer may be impossible to sever from the Background layer; i.e. it may be incapable of entertaining or informing or being used or dealt with independently of the Background layer. In that case the Foreground copyright rights consist only of the right to decline permission for use of the material or product in a form incorporating the improvements, but do not include the right to grant permission for the use of anything independently of the Background copyright owner.

23. The management of copyright in derivative material is in practice one of the most difficult areas of copyright management. More guidance in this area may be found in the Commonwealth IT IP Guidelines.

Infringement

24. A person infringes copyright ‘directly’ by using, or authorising another to use, copyright material in a way that falls within the scope of the rights making up that copyright, without the licence (permission) of the relevant copyright owner. This applies whether the whole, or a substantial part, of the work is so used. Whether a part is ‘substantial’ cannot be assessed on a simple quantitative formula, but is judged qualitatively.
25. By contrast ‘indirect’ or ‘secondary’ infringement of copyright refers to certain commercial dealings with ‘infringing copies’ of works, and importation of copies without authorisation of the Australian copyright owner. 

26. In addition, the Act contains prohibitions on: 

· Unauthorised access to encoded broadcasts, such as Pay TV (a new provision which came into force on 8 January 2007)

· Removal or alteration of ‘electronic rights management information’ such as information identifying the work or the terms on which it may be used
· Circumvention of a ‘technological protection measure’ (‘TPM’), i.e. a technical device or process designed to inhibit infringement by preventing access to or copying of a work; 
New TPM provisions came into operation on 1 January 2007 to comply with obligations assumed under the Australia – US Free Trade Agreement (AUSFTA).  
Exemptions

27. The Copyright Act provides a number of exemptions, allowing free copying and other uses that would otherwise constitute an exercise of the copyright owner’s exclusive rights. These exemptions were recently expanded under the Copyright Amendment Act 2006 (the Amendment Act).
28. There is a group of exemptions which allow so-called ‘fair dealings’ with certain copyright works for a range of specified purposes, including ‘research or study’, ‘criticism or review’ and ‘reporting news’. What is ‘fair’ may be a matter of judgment, but in some cases there are quantitative rules of thumb. For example, for the purposes of research or study a ‘reasonable portion’ may be copied (defined as around 10 percent of the pages of a literary, dramatic or musical work). 

29. On 11 December 2006 a new fair dealing defence for the purpose of ‘parody or satire’ came into force. Neither term is defined in the Amendment Act so interpretation is likely to follow plain English meanings of the words in addition to understandings of ‘fair dealings’.
30. Other exemptions include provisions allowing backup copying, de-compilation of computer software and hardware for certain purposes, copying in libraries and archives for certain purposes, etc. The permitted uses of material by educational institutions, libraries and other collecting institutions have also been broadened by the Amendment Act. In addition, new exemptions were added to allow access to copyright materials for people with disabilities.

31. The Amendment Act also included new exceptions for private use of copyright material by consumers. These exemptions allow consumers to record television and radio programs and view or listen to them at a more convenient time (known as ‘time-shifting). They allow individuals who have purchased a legitimate copy of a CD, audio tape, record or music download to make a copy to play on a device that the individual owns or to transfer material into a different format, for example by scanning a photographic print or a book in order to view it on a computer screen (‘format-shifting’). 
Enforcement

32. In addition, the Amendment Act also includes new provisions regarding piracy and enforcement, such as:
· new offences relating to ‘substantial infringement on a commercial scale’;

· the introduction of strict liability offences; and
· a wider range of penalty options
33. Changes were also made to the presumptions in order to make it easier to prove ownership and subsistence of copyright in court proceedings.

Statutory licences

34. The Copyright Act also provides a number of ‘statutory licence’ schemes, so called because permission to do the relevant act is deemed to be given by the statute, rather than by the copyright owner under a voluntary licence. Statutory licences are conferred for a number of uses deemed to be in the public interest, including:

· Any use of copyright material for the services of the Crown; 
· Recording or filming works for the purpose of an ephemeral broadcast; 
· Broadcasting sound recordings, or causing them to be heard in public;

· Copying and communication of works and sound recordings by educational institutions or institutions assisting readers with a print disability or persons with an intellectual disability; and

· Retransmission of works, sound recordings and films included in ‘free to air’ broadcasts.

Generally, the remuneration to be paid and other terms for the exercise of the statutory licence are to be determined by agreement or, in default, by the Copyright Tribunal. 
Collective Administration of Copyright

35. Issues of cost efficiency, capacity and locality may prevent copyright owners from administering their rights directly. Thus ‘collecting societies’ have been established to manage certain copyrights. A collecting society may issue voluntary licences covering uses of materials where the copyright owner has appointed the society for that purpose. In addition, in some instances the Attorney-General has exercised powers under the Act to designate a collecting society to represent a class of copyright owner for purposes of a statutory licence. 
36. The main copyright collecting societies in Australia are: 
· Copyright Agency Limited (CAL) – copying and communication of literary and artistic works;
· Audiovisual Copyright Society of Australia (AVCS), trading as ‘Screenrights’ – communications and performances of audiovisual works;
· Australian Performing Rights Association (APRA) – communications and performances of musical works and accompanying lyrics; 
· Australasian Mechanical Copyright Owners’ Society (AMCOS) – manufacturing sound recordings of musical works and accompanying lyrics; 
· Phonographic Performance Company of Australia (PPCA); communications and performances of sound recordings; 
· VI$COPY – certain uses of artistic works.
37. The Copyright Tribunal, whose jurisdiction was recently extended, determines the rate of payment and conditions of statutory licences and certain music licences administered by copyright collecting societies.
Copyright and the Crown

38. Special considerations apply to the practical exercise of copyright by ‘the Crown’, that is, the Commonwealth or a State or Territory. These are dealt with under the next few headings.

Doctrine of ‘custodianship’

39. Departments (for example, the Department of Defence) are not legal entities capable of entering into a contract or owning property in themselves. If they enter into an agreement or purchase some property, legally speaking it is the Commonwealth that does so.

40. Despite this it is common practice for contracts to be entered into by the Commonwealth ‘as represented by’ Defence (or the particular department/agency). In similar fashion it is common for Defence (or any other department/agency) to exercise ‘custodianship’ or administration (on behalf of the Commonwealth) of copyright in material that has been created under its direction or control.

Extended meaning of ‘the Commonwealth’

41. As noted above, the Commonwealth (or a State) is the owner of copyright in any material made, or first published, by it or under its direction or control. Some statutory bodies are treated for purposes of that Part as an ‘agent or emanation’ of the Commonwealth (or State) – depending on the extent to which they are subject to direction or control. One consequence is that in such cases, copyright in anything made, or first published, by it or under its direction or control will be owned by the Commonwealth, to the exclusion of the statutory body. 

42. Another consequence is that the statutory body concerned enjoys the benefit of the statutory licence for Crown use of copyright material – discussed in the next section.

Section 183 – use of copyright material for the services of the Crown

43. For the Commonwealth the most relevant statutory licence is contained in section 183 of the Copyright Act. This provision benefits the Commonwealth or a State (or Territory) or persons authorised in writing by them. It applies to the doing of any act (provided it is done ‘for the services of the [Crown]’) with any copyright material, and in that sense is broader than any other statutory licence under the Copyright Act. In general the Crown must notify the copyright owner of the act in question ‘as soon as possible’. The ‘terms’ for the doing of the act (which may include payment) are those as agreed, or if no agreement is possible, as are determined by the Copyright Tribunal. Special arrangements apply under the Copyright Regulations where it is not possible to identify or locate the copyright owner.
44. The increase in commercial activities and scope of government means these provisions apply to individuals working under government commissions, statutory authorities, statutory corporations and private corporations under contract to the government. 
Duration of copyright

45. The term of copyright protection is quite lengthy. For each type of copyright material the Copyright Act sets out standard rules to determine copyright duration using a similar formula.

46. For most works, the period of protection ends 70 years after the year in which the last surviving author dies. For ‘government works’ (works made or first published under government control or direction), the protection period ends 50 years after the end of the first year it was first published. Unpublished works remain in copyright indefinitely while they are unpublished.

Moral Rights

47. On 21 December 2000, the Copyright Amendment (Moral Rights) Act 2000 (the Moral Rights Act) amended the Copyright Act to establish, for the first time, a comprehensive regime for the protection of moral rights in Australia. Broadly speaking, moral rights are of three kinds:

· the right of attribution of authorship (the right to be identified as the author of a work);

· the right of integrity of authorship (the right to object to a material distortion or mutilation of the work that is prejudicial to the honour or reputation of the author); and

· the right against false attribution (the right not to be falsely attributed as the author of a work).

48. Moral rights arise in relation to copyright works and films (which for moral rights purposes are treated as a type of work). As at 26 July 2007, when the WIPO Performances and Phonograms Treaty (WPPT) entered into force for Australia, the moral rights of performers in respect of their 'live' and recorded audio performances are also afforded protection under the new Part IX of the Copyright Act.

49. Moral rights are distinct from conventional ‘economic’ rights (such as reproduction) even though they relate to the same material. They are essentially aimed at personal reputation, and so only vest in individuals and are not transferable. This means that although the Commonwealth may be the copyright owner in, say, an article, a report or a photograph, moral rights will be retained by the individuals who created that material (or after death, their personal representatives). Moral rights continue as long as the copyright in the work in question.
Remedies for infringement of moral rights

50. Remedies for infringement of moral rights can include injunctions, damages, declarations, and orders for public apologies and for the derogatory treatment or false attribution to be removed or reversed. Factors relevant to the appropriate remedy include whether the defendant was, or ought reasonably to have been, aware of the creator’s moral rights, and the extent of distribution of the offending work or film.

Defences to infringement of moral rights

51. Statutory defences to a moral rights action include:

· Where the act in question was ‘reasonable in all the circumstances’, taking into account factors listed in the Copyright Act (such as voluntary industry codes of conduct) and any other relevant factors. However, this defence does not apply to the right against false attribution; and

· Where the relevant act or omission falls within the scope of a written consent given by the creator of the work or film concerned. 

Importance of moral rights for Commonwealth bodies

52. The moral rights regime has significant implications for Commonwealth bodies dealing with copyright material (whether that material is created by their employees or contractors, or by individuals who have no contractual or employment relationship with the Commonwealth). AGS usually advises clients to consider inclusion of appropriate moral rights clauses in its agreements with its contractors and business partners. Agencies can also develop policies on moral rights for issues such as what the agency considers to be ‘reasonable’ practices regarding attribution and integrity.

Performers' rights

53. Part XIA of the Copyright Act enables performers to control certain uses of their performances. 

54. Protection applies to performances given on or after the commencement of the provisions on 1 October 1989. 
55. A 'performance' includes a live performance in Australia of a dramatic, musical or literary work, including improvisations of these works (whether or not in copyright), or a performance of a dance or circus or variety act or any similar presentation or show.  
56. However, reporting the news, performance of a sporting activity, participation as an audience member, and certain performances by teachers and students in the course of educational instruction are explicitly excluded (s 248A(2)).
57. Performers have personal rights to authorise the direct and indirect recording of their performances, and the communication of their performances to the public (either directly from the live performance or from an unauthorised recording), the use of any unauthorised recording, and the use of an authorised sound recording on the sound-track of a film (“synchronisation right”).
58. An indirect recording is where the recording is made from a communication of the performance and a direct recording is a recording made directly from the live performance (s 248A(1)).
59. Certain categories of 'exempt recording' do not require the permission of the performer in order to be made, eg, those made for private and domestic use, educational use, news or current affairs reporting and for certain fair dealings (s 248A).  However, copies of these recordings must be similarly confined to exempt purposes (s 248C).

60. Where a performer gives consent for the recording or film to be made the ability to control the use of that authorised recording is generally lost -  with one exception in relation to a recording of a performance incorporated on a film sound track.

61. It is not an unauthorised use of a performance to communicate an authorised recording of a performance to the public without the authority of the performer (s 248H(3)).

62. Thus, performers’ protection is not strictly equivalent to copyright; a performer’s rights to continuing remuneration are limited to the terms of the contract by which the performer authorised the initial recording.

63. The period of protection for performers' rights is generally 20 years, except that in relation to a sound recording of a performance, the period of protection is generally 50 years (s 248CA).  

64. Unauthorised use of a performance entitles the performer to sue for an injunction and/or damages.  Criminal penalties are also applicable.
65. In practice, performers' rights are determined by contractual provisions rather than strictly in accordance with performers' rights provisions of the Copyright Act.
66. Performers are also now co-owners of copyright in sound recordings of their live performances - subject to certain qualifications (ss 100AD and 100AE).
Brands, trade marks and reputation

Principles and policy objectives

67. It is important to any business to establish and protect an image or ‘identity’ by which the business and its products may be recognised by consumers. There are a number of IP regimes which protect a business and its products against imitation by competitors. In this section we discuss the legal mechanisms for protecting the insignia associated with business goodwill.

68. The purpose of most of these regimes is to protect proprietary rights of the enterprise or activity. However, all of the regimes serve an additional purpose of protecting a consumer or other party by providing assurance as to the identity of the enterprise with which they are dealing, and/or the origin, quality or characteristics of goods or services they are acquiring.

Different legal regimes

69. The legal regimes dealt with in this section include:

· Registered trade marks: registration of a trade mark under the Trade Marks Act 1995 (Cth) (the Trade Marks Act) confers on the owner an exclusive right to use that mark in relation to the goods or services for which it is registered. A certification trade mark is a special category of registered trade mark which attests, not as to origin, but as to the quality or other characteristic of goods or services (eg, the Wool Mark);

· The common law relating to ‘passing off’ provides a remedy where one business attempts to misappropriate the image or reputation of another;

· Certain provisions of the Trade Practices Act 1974 (Cth) (the Trade Practices Act) provide remedies for ‘misleading or deceptive’ conduct, and false representations made in connection with the supply of goods or services in trade or commerce; and

· Registration of a company name or business name may confer some priority to use of the name, although this cannot be equated with an ‘intellectual property’ right.

70. In addition, the above areas of law must now be considered in relation to systems for registration of internet domain names. There are a number of difficult, untested legal questions about the way domain names interact with the other areas of law mentioned.

Registered trade marks

71. Trade marks may be unregistered or registered. Unregistered trade marks are generally protected under the common law tort of passing off and the consumer protection provisions of the Trade Practices Act – discussed later. Registered trade marks are registered and protected under the Trade Marks Act. The discussion that follows details the operation of the latter Act.

Basic concepts in the Trade Marks Act

72. Under the Trade Marks Act, a trade mark is a sign used, or intended to be used, to distinguish goods or services dealt with or provided in the course of trade by a person from goods or services so dealt with or provided by any other person.

73. The term ‘sign’ is broadly defined to include any letter, word, name, signature, numeral, device, brand, heading, label, ticket, aspect of packaging, shape, colour, sound or scent or any combination of these. 

74. It is important to understand that, under the Trade Marks Act, trade marks are always registered in relation to particular goods and/or services. The owner of the trade mark has the exclusive right to use the trade mark, and authorise other persons to use the trade mark, in relation to the goods and/or services in respect of which the trade mark is registered. One of the advantages of registration is that it is easier for the owner to obtain relief against unauthorised use of his or her trade mark.

75. The rights in relation to registered trade marks are limited territorially. That is, if a trade mark is registered in Australia, generally the owner’s rights only extend to use of the trade mark within Australia. However Australian trade mark law follows principles which have been established under various international agreements. Australia is a signatory to a number of important agreements that deal with trade marks, including agreements which provide some degree of interaction between registered trade mark systems in different countries.

Trade mark owner’s rights – infringement

76. An owner of a registered trade mark has the exclusive right to use and authorise the use of the mark in relation to the goods and services for which the mark is registered.

77. Infringement of a registered mark generally arises when a person uses as a trade mark a sign that is substantially identical with, or deceptively similar to, the trade mark in relation to goods or services in respect of which the mark is registered. Trade mark infringement may also occur by use of the sign in relation to similar goods or services or goods or services which are closely related to those for which the mark is registered. In the latter case, the person will not infringe the trade mark registration if it is established that using the sign as the person did is not likely to deceive or cause confusion.

Other types of registered trade marks – certification, collective and defensive marks

78. There are three other types of trade marks able to be registered under the Trade Marks Act: certification marks, collective marks and defensive marks.
· A certification mark is different in concept to the usual type of trade mark and may have special relevance to government, particularly in the area of quality and accreditation. A certification trade mark attests to quality not origin. It is defined as ‘a sign used to distinguish goods or services in respect of quality, accuracy or some other characteristic including in the case of goods, the origin, material or mode of manufacture, from goods or services which do not possess such a certification’. For example, the Standards Australia certification mark indicates that the goods or services comply with the relevant Australian standards. An application for registration must be accompanied by draft rules governing use of the mark. The rules are assessed by the Australian Competition and Consumer Commission (ACCC) to ensure that they do not entrench anti-competitive practices in the relevant industry.

· A collective trade mark is a sign used or intended to be used in relation to goods or services dealt with or provided in the course of trade by members of an association, to distinguish such goods or services from those provided by non-members. In general, the use of a collective trade mark signifies that a trader is a member of a particular trade association.

· A defensive mark may be registered in relation to goods or services even where the registered owner does not intend to use the mark in relation to those goods or services. Registration may be obtained in circumstances where due to the extensive use of the mark in relation to some or all of the goods or services for which the mark is registered, it is likely that its use in relation to other goods or services will be taken to indicate a connection between those other goods or services and the registered owner. Examples of such marks are HUGO BOSS, LEVIS and CHANEL.

Why register a trade mark?

· Infringement of a registered trade mark is generally more readily established than the common law tort of passing off and contravention of the consumer protection provisions of the Trade Practices Act;
· Remedies for trade mark infringement under the Trade Marks Act include injunctive relief and damages or an account of profits;
· Trade mark registration confers protection for the mark throughout Australia in respect of goods or services which are similar or closely related to those for which the mark is registered or in the case of ‘well known’ marks, unrelated goods and/or services;
· A notice of objection can be filed in relation to a registered mark to enable the Australian Customs Office to seize imported goods bearing an infringing trade mark;
· It is a criminal offence to falsify or unlawfully remove or deface a registered trade mark which has been applied in relation to goods or services;
· Trade mark registration confers proprietary rights in the mark in relation to the goods and/or services for which the mark is registered. Trade marks may therefore be assigned with or without the goodwill of the business to which they relate;
· Registered trade marks may be used as security for loans; and
· Trade mark registration may be used to evidence legitimate rights to a domain name.

Unregistered trade marks

79. Business names, trade marks and the like may receive legal protection even if not registered. Various legal regimes under which protection is possible are dealt with under the next few headings.

Passing off

80. The reputation and goodwill in respect of an unregistered mark may be protected by the common law action for ‘passing off’. In effect the action for passing off provides a remedy for loss of goodwill where one business attempts to misappropriate the image or reputation of another.

81. The law of passing off may provide protection for names etc which would not be registrable as trade marks. For example this remedy has been used internationally by French wine-makers to protect regional appellations such as ‘Champagne’. The action for passing off may also provide appropriate relief where the ‘branding’ of a particular business or product consists of the association of a celebrity with that business or product.

Misleading and deceptive conduct

82. Conduct which amounts to passing off may also infringe the consumer protection legislation of the Commonwealth and the States. For example, the Trade Practices Act prohibits:

· Misleading or deceptive conduct by a corporation in trade or commerce;

· The making of false representations by a corporation in connection with the supply of goods or services in trade or commerce; and

· Unconscionable conduct by a corporation towards consumers.

83. Mirror provisions are contained in the Fair Trading legislation of the States.

84. Protection under the law of ‘passing off’ and the above statutory remedies can be extended to any form of presentation or ‘get up’ which might be associated with a firm or its products or services, whether or not this would correspond to any registrable category of intellectual property.

85. It is usually necessary to establish a reputation and/or goodwill in an unregistered mark in order to be successful in an action for passing off or contravention of the Trade Practices Act. It is not necessary to demonstrate such a reputation in order to establish trade mark infringement under the Trade Marks Act.

86. One implication of this is that remedies in respect of passing off or misleading or deceptive conduct will only be available against competitors within the region where the plaintiff is carrying on business and has established a reputation. By contrast, since trade mark registration is nationally based, remedies will be available against infringing users throughout Australia.

87. In addition, the protection afforded to unregistered trade marks extends only to the particular types of products or services in which a business deals. This may be contrasted with the position in respect of registered trade marks in which trade mark infringement may arise from the unauthorised use of the mark in relation to goods and services that are similar or closely related to those for which the mark is registered and in the case of ‘well known’ marks in relation to goods or services which are unrelated to those for which the mark is registered.

Company names and business names

88. Registration of a company or business name is a requirement of the Corporations Act 2001 or the relevant business names legislation in each State or Territory when carrying on trade. However, such registrations do not confer proprietary rights as such. In order to take action against use of a registered company or business name, it is necessary to have recourse to the common law tort of passing off, the Trade Practices Act or trade mark registrations (where a corresponding registration exists).

89. Under the Regulations to the Corporations Act, a name is unacceptable for registration as a company name if, in the context in which it is proposed to be used, the name falsely suggests a connection with (amongst other things) the Commonwealth or any of its Departments or instrumentalities. This gives Departments and agencies scope to prevent the names they use being adopted by companies.

Domain names

90. Domain names are alphanumeric equivalents of internet protocol numbers that correspond with websites on the World Wide Web. When a domain name is used on the Web, it is translated into its IP number by a series of computer software packages in accordance with the Domain Name System. The hierarchy of domain names consists of the generic Top Level Domains (gTLDs) such as .com, .org and .net together with country code Top Level Domains (ccTLDs) such as .au and .uk. The second level in the hierarchy consists of domain names such as .com.au and .co.uk.

91. The registration of domain names has no established status at law. As with the registration of a business name, there are certain practical advantages with being the first to register a name. Therefore, the practice of domain name recorders of ‘first come, first served’ will enable an unscrupulous person to record a domain name to the exclusion of all others, who may have greater legal entitlement to it.

92. Registration or use of a domain name in bad faith is evidenced by the acquisition of the domain name primarily for the purpose of selling or otherwise transferring the registration to the complainant or its competitors for monetary payment in excess of out of pocket costs directly related to the domain name. It also includes attempting to attract internet users to the website for commercial gain by creating a likelihood of confusion with the complainant’s mark. Such abusive registrations of domain names are termed ‘cyber squatting’. There have been a number of court cases around the world which have arisen as a consequence of this activity. However, dispute resolution procedures applicable to particular domains have seen the transfer of domain names back to their legitimate owner without recourse to the courts.

Confidential information

93. An obligation of confidentiality may arise quite independently of any contract. It may arise from a relationship, or the whole course of dealing or tacit understandings between two parties. However it is prudent, e.g. in employment contracts and information exchange arrangements and prior to negotiations on licensing, to enter into a written confidentiality agreement. One advantage of written undertakings is that they can spell out unambiguously the nature of the information in which proprietary rights are claimed.

94. An obligation of confidentiality may also arise by operation of a specific provision of a statute. Confidential information may apply to protect methodologies, business systems and algorithms (as opposed to actual expression which would be protected by copyright).

Patents

Standard patents

95. The Patents Act 1990 (Cth) (Patents Act) protects the rights of inventors to exploit their inventions, provided that the latter have satisfied certain threshold requirements. These are that the invention:

· is a manner of manufacture (proper subject matter for grant of a patent);

· is novel;

· incorporates an inventive step (that is, is not obvious to a person skilled in the relevant field);

· is useful; and

· has not been secretly used prior to the application date.

96. Unlike copyright and circuit layout rights, the patent system involves an application and registration process. In essence the system enables an inventor to obtain an exclusive right to the use of an invention in Australia in return for the full disclosure of the invention to the public through IP Australia. Publication may be restricted where it appears ‘expedient to do so in the interests of the defence of the Commonwealth’.

97. An invention includes both methods or processes and contrivances or products but does not include a scientific principle: the inventive idea must have been reduced to something commercially useful. Algorithms are not patentable subject matter unless they are part of a process or method, e.g. a method of operating a computer using a mathematical algorithm which makes the computer faster or requires less hardware resources.

The requirement of novelty

98. Under the Patents Act the invention must be novel, that is, not disclosed anywhere in the world. Disclosure in the public domain prior to filing a patent application is a ground for invalidating a patent, except where appropriate confidentiality restrictions are applied. Disclosure in the public domain includes publication in journals, books, conference presentations, lectures, press releases, broadcast or technical publication including the Internet. Prior use of an invention can also prevent patent protection. Exceptions to this rule apply for exhibitions and addresses to learned societies.

Grace period

99. In 2002 a grace period was introduced to ameliorate the perceived harshness of the non-disclosure rule. Under the grace period, public disclosure on or after 1 April 2002 will not destroy novelty provided a complete patent application is lodged within 12 months of first disclosure. The grace period means that accidental disclosures (for example under an inadequate confidentiality agreement) will not prejudice an inventor’s capacity to register a patent. It also allows a brief period of market testing, etc, prior to applying for a patent. 

100. There are however some drawbacks with disclosing an invention and invoking the grace period. If a third party copies and starts using the invention subsequent to a disclosure by the patentee in the grace period, they will be permitted to continue using the invention even after a patent is granted to the patentee. In addition, not every country has such grace periods so prior disclosure in Australia during a grace period could still prejudice applications for patents overseas. In view of this, the best strategy is to keep inventions confidential prior to filing a patent application.
Period of protection

101. In general, patent protection lasts for a set term to a maximum of 20 years.

Innovation patents

102. Where an invention makes a minor or incremental improvement to an existing invention, it may not be sufficiently inventive to satisfy the inventive step requirement for standard patents referred to above. Despite this, it might be eligible for protection as an innovation patent. Inventions protected under an innovation patent must contain a ‘innovative step’. An invention is taken to contain an innovative step unless it would appear to a person skilled in the art to make no substantial contribution to the working of the invention judged by reference to certain types of information.
103. An innovation patent is granted after a formalities check and is therefore relatively quick and easy to obtain. However, before it can be enforced it needs to be certified following a formal examination.

104. Protection of an innovation patent is limited to 8 years from the date of the patent.

Patents internationally

105. In the patents field, as in copyright, there exists an established framework of international treaties under which domestic laws must extend a minimum level of protection. However, reciprocal protection for Australian patents overseas is not automatic: it is still necessary to apply for registration in each country in which protection is sought.

106. Patent rights are of minor relevance to most Departments and agencies of the Commonwealth. However, they may become more important as a result of recent trends under which methods of conducting business have been granted patents in the United States. IP Australia has granted a number of business method patents.

Crown Use of Patents

107. Current provisions enable government authorities to exploit patents or designs in the service of the Crown, without first reaching agreement with intellectual property owners on remuneration payable. Remuneration must eventually be paid, however IP owners are in a weak bargaining position as they face costly litigation if they are unable to reach agreement over terms of use.

108. In light of the wide definition of Crown bodies, the Advisory Council on Intellectual Property (‘ACIP’) has recommended that the operation of this provision be moderated, except for urgent situations, national emergencies or for Crown entities operating solely in the public interest.

Designs 

109. Design registration is intended to protect, for the owner of a design, the commercial benefit flowing from consumer preference for the visual appearance of articles to which the registered design has been applied. While it is possible to register functional features of a design, the primary focus of design registration is protecting visual appearance.

Registrable design

110. Section 5 of the new Designs Act 2003 (Cth) (Designs Act) defines a design as:

the overall appearance of the product resulting from one or more visual features of the product.

111. A ‘product’ is essentially defined as a thing that is manufactured or hand-made. The ‘visual features’ of the product include the shape, configuration, pattern and ornamentation of the product, whether or not those features serve a functional purpose. Visual features do not include the feel of the product, the materials used in the product, the indefinite dimension of a product whose dimensions are not fixed, or more than one repeat of a pattern that repeats itself. 

112. For a design to be registered, it must be both new and distinctive. To satisfy this test, the design cannot be identical or substantially similar in overall impression to previously existing designs, including any designs publicly used in Australia or previously published anywhere in the world. The focus is now on the similarities, rather than the differences, between the subject design and previously existing designs. Design registration protects the look of the article with the design applied, rather than the way the article operates, which is the domain of patent protection.

Registration of designs

113. Under the new Designs Act, prior to being registered, a design application will only be subject to a formalities check. However, a design cannot be enforced without undergoing substantive examination (to ensure the design meets all the requirements for registration, including being new and distinctive). If the design fails the examination, it will be removed from the register.

Registration rights and protection

114. Under the new Designs Act, a design can be registered for up to 10 years. The initial protection period is five years from the date the application is filed. A registered design owner can apply to have protection extended for an additional five years.

115. The registered design owner is given certain exclusive rights in relation to the design, including making, offering, using in trade or business, or importing a product incorporating the design or a design that is substantially similar in overall impression to the registered design. Essentially, another person will infringe the design owner’s design if they do anything that comprises an exclusive right of the design owner. If a design owner wants to enforce their rights against another party they must first obtain an examination certificate. 

116. Current provisions enable government authorities to exploit designs in the service of the Crown, without first reaching agreement with intellectual property owners on remuneration payable. As discussed at paragraph 108 above for patents, ACIP has recommended that the operation of this provision be moderated. 
Designs and copyright

117. There is an overlap between design and copyright protection when an artistic work is applied to a three-dimensional article so as to come within the definition of design (for example, where someone makes a drawing of a piece of furniture and later makes the piece of furniture that was illustrated). In order to avoid dual protection, there are provisions in both the Designs Act and the Copyright Act that determine the extent of protection available where something may be both a design and an artistic work. The copyright/designs overlap is a complex area of law. Where it is likely to arise legal advice should be obtained.

Circuit layouts

118. Circuit layout rights protect original layout designs for integrated circuits (such as silicon chips). Like copyright, protection for circuit layouts is automatic – there is no need to register a circuit layout. The circuit layouts protection regime is contained in the Circuit Layouts Act 1989 (Cth) (the Circuit Layouts Act).

Eligible layouts attract protection

119. The Circuit Layouts Act protects ‘eligible layouts.’ To be eligible for protection the circuit layout must be original (in particular it must involve at least some creative contribution by the maker and not be commonplace at the time it is made), made (that is, reduced to a material form) and have some connection with Australia (either through the residency or nationality of the maker, or as the place of first commercial exploitation). These requirements largely replicate the conditions for copyright protection under the Copyright Act.

Period of protection

120. Initially, protection lasts 10 years from when the layout was first made. If it is commercially exploited within this initial period, the protection period is extended to 10 years from when the layout was first exploited. On this basis the maximum protection time is 20 years (obtained by commercially exploiting the layout 10 years minus one day from date it was first made).

Rights

121. The owner of an eligible layout has the exclusive right to copy the layout in a material form, make integrated circuits using the layout, and commercially exploit the layout in Australia. 

These rights will be infringed by anyone who does any of these acts without the permission of the owner subject to certain exceptions relating to innocent infringement, private use or for research or teaching purposes or where the Commonwealth is using an eligible layout for defence or security purposes.

Plant breeder’s rights

122. Plant breeder’s rights protect new varieties of plants (including fungal and algal species and transgenic plants). Protection requires registration under the Plant Breeder’s Rights Act 1994 (Cth), which is now administered by IP Australia.
123. A plant variety will be registered where an applicant can show their variety has a breeder (that is, did not simply appear spontaneously), is distinct (clearly distinguishable from any other variety whose existence is common knowledge), is uniform (its characteristics can be uniformly reproduced), is stable (the characteristics remain unchanged when reproduced), and has not been, or has only recently been, exploited.

Registration gives the owner the following exclusive rights including the rights to produce or reproduce, sell, import, export or stock the propagating material of the variety or to licence others to do so.

124. Once a variety is registered, protection generally lasts 25 years for trees and vines, and 20 years for other types of plants.
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